
PROTCTION OF TRADEMARKS IN ETHIOPIA

by EvEen F. GoIderg*

What are trademarks, and how does Ethiopian law protect them? The object
of this note is to consider these questions, giving thought to the relevant provisions
and suggestions as to their meaning. Remedies, enforcement of the claim and other
related matters are touched on only briefly.

The principles of trademark protection through-out the world make up a comp-
lex body of law, one which differs in many respects among different countries. The
relevant Ethiopian rules are few, and do not by any means cover all the problems
in the area or solve clearly all the problems they do cover. This articles purpose
is more to provide a starting point for discussion than to provide comprehensive
answers.

NATURE AND FUNCTION OF TRADEMARKS

Neither the Commercial Code nor any other Ethiopian law defines trademarks.
But the word is generally used to mean a mark or sign which a person attaches
to a product or its packaging or uses with relation to a product, in order to
identify it and distinguish it from the products of others (for example, the label
on a beer bottle).' In olden times in Europe, a trademark served one or both of
two functions. First, it identified the owner of an item. Second, it identified the
particular source of a product (for example, the manufacturer or seller); this was
especially important to the merchant guilds which dominated European commerce.
so they could enforce rules regarding the origin and quality of goods.]"

Although it still may perform these functions, its major object in a modern
competitive system is to distinguish a product from other products, so that a custo-
mer may purchase an item which he believes, by experience or reputation, he will
like; and, in turm, so a producer or seller may attract and retain customers. In
this sense, it still may be said that the trademark identifies the source of a pro-
duct, but not a particular source. The trademark states, in effect, that the goods
to which it is attached come From the same source as other goods bearing the
same trademark, whoever that source may be. Similarly, the trademark is a

Asociate Professor of Law, Unhvesity of Maryland School of Law.
1, The precise defitions of "tradeark" and some related terms differ from coumtry to country.

These distinctions wi not all be examined hert A usful point of departure is provided by
the Model Law on Trademarks, Trade Names and Unfair Competition (Intesnat l Chamber
of o"mree, 1959), which in Art. 1 dcfins a tindemark as:

... any mark used or proposd to be uscd upom, in connection with, or in rtlation
to goods for the purpose of distiuguishing the goods of a person from those of others.

As such my serve any distinc&e sign. iodudig a word, naem, device. or aoy
cobnhation thereofo

la. See F. Schehter, The Hirmibr Fonnmkilnr of the Law Pating to Tdemaks (New York,
Coumbia Uiv. Press, 1925).
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symbol of quality - not evaluated according to an objective standard, but the
quality which, by experiecme or reputation, the purchaser attributes to the product)

The variety of signs which may serve as a trademark is illustrated by the
African and Malagasy Conventions:

Surnames taken alone or in a distinctive form, special, arbitrary or fancy
names, the characteristic form of a product or its get-up, labels, envelopes,
emblems, prints, stamps, seals, vignettes, selvedge, edging, combinations or
arrangements of colours, drawings, reliefs, letters, figures, devicMs, pseudonyms
and in general, all material signs serving to distinguish the products or
objects of any business shall be considered to be trademarks3

The essential requirement of a trademark is distinctiveness. Other countries
have developed several rules to help separate the signs which have it from those
which do not. For cxampIe, tcrms of fantasy and the arbitrary use of terms un-
related to the product usually will be distinctive. But words which are merely des-
criptive of the product or which are necessarily used in describing it, generic names
for the kind of product, and identifications of geographical origin usually will not.
Thus, "good" or "beet" would not be valid trademarks for beer, But "Lion"
would.

4

If a person uses a non-distinctive sign to the extent that it becomes associated
with his goods in the minds of the public, it may thus acquire the necessary dis-
tinctiveness.5 On the other hand, a mark may lose its distinctiveness; for example,
if it becomes so popular that it is used by people as a generic term for the kind
of product involved rather than as an identification of the particular product (thus,
when "A" is used as a synonym for beer, and not just the brand made by one

2. F. Shchhter, "qh Rational Basis of Trademark protecioc," Harvard L. Rev, vol. 40 (1926-
27), pp. 814-819. See also P. Roubier, Le 6v*I de ia propr let laditrlele (Paris, Sirey, 1952-54)
vol. 2, secs. 242-246; CJ. de Haan, "The Protecon of Tmdmarks ' in RestrctIvePrmafl,
Parents, Trademarks and Un[afr Competlo in the Common Market (International and Cosp-
arativc Law Quarterly, Supp. Publication No. 4, 1962), p. 60.

3- Art. 2, Anne IT, Accord Relatirg to the Creation of an African and Malagasy Office of
ndastrial Property (1962), as printed in E. Offner, Intonational Trademark Protetfton (New

York, Fieldston Press, 1965), p, 259.
4. The use of a person's own name as a tradcmark poses a problem of the conflict between

the possibility of confusion and the right of cvery person to use his own us=c. See Civ. C..
Art. 45. See also Cv. C, Art. 46. regarding the use of the name of another person, and
Coim. C.. ArL 137, riearding the use of one.'s own ="e as a trade nam.

5. Compare Art. 2 of the Model Law, cited above at note 1:
The following shall not be deemed trademarks .
(a) those which consist exclusively of a sign or indication which may sMe in commerce

to designate the kind, quality, q ntity, destination, value or oria ins of
a product;

(b) those which consist exclusively of a sign or indication which has become common in
the current laveu or in the lawful asd constant customs of the trade in the country
wher proection is sought;

(c) those that awe otherwise not distifctive in the meaning of Articlc 1,
In all such cases the claimant of the mark shall be entitled to prove that the trade-
mark in question is in fact disfinctve ....
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company).' The boundary between what is proteouibly distintive and what is not
is obviously vague, and has been the source of much litigation in other countrie

Under many laws, some signs may be prohibited for use as trademarks whether
or not they are distinctive; for example, coats of arms, flags, insignias or other
decorations of government, or of international inter-governmental organizations, or
marks which are injurious to public order or morality.7

Before examining the legal protection of trademarks, some related signs must
be identified. Perhaps the most important are trade names and distinguishing marks.
Like trademarks, trade names and distinguishing marks are distinctive signs in that
they serve to distinguish some aspect of a person's business from the business of
another. Unlike trademarks, they are defined and treated by the Commercial Code.
A trade name '-iq the name under which a person operates his business -and which
clearly designates the business. It is used on the business papers of the trader
and may be his own name or a term of fantasy? A distinguishing mark is "the
name, designation, sign or emblem affixed on the premises where the trade is car-
tied on and which clearly designates the business.1 0 The trademark, trade name
and distinguishing mark may be the same. But they also may differ. The trade
name is merely a name, the distinguishing mark is a sign attached to the premises
and the trademark is attached to, part of or used with relation to a product.

Other related terms include service mark, association or collective mark, and
indication of geographical origin, Like trademarks, these terms are not defined in
Ethiopian laws, A service mark is a sign "used by a person for the purpose of
distinguishing services performed by him from those performed by others."" For
example, the sign emblazoned on the vehicles of a trucking company or attached
to a package of laundered clothes by the launderer is a service mark. Serice marks
are a relatively recent development in the history of distinctive commercial signs)12

Since they perform for services the same function described above which a trade-
mark performs for products, the laws of some countries treat them as trademarks,
although not all give them the same degree of protection.13 An association mark
or collective mark, is "adopted by an association to indicate one or more properties
of goods or services originating from or performed by members of such association,

6. See S. Ladas "T-ransformation of a Trademark into a Generic Tenm in Foreign Countries"
The Tnrdnrmrk Reporter, voL 54 (1964), p. 941, discussing the approaches taken to this
problem in a variety of nations. See also E. Ol4her, "Draft Model Law for Developing
Countries on Marks, Trade Names, Indications of Source, and Unfair Competition - An Ap-
prasal," The Trademurk Repmer. vol. 56 (1966), p. 836.

7- Model Law, cited abovc at 0ote 1, Art. 3-
8. Comm. C., Art, 135(). The Code uses the words "firm-name' and *tnpnay name. for the

names of b..siess organizations, but these serve the same function as the trade name. See
Arts. 21, 297, 305 and 54,

9. Comm. C, Art, 136
10, Covin, C., Art. 140(1). It also is called the "special dcsizmtion under which the trade is

carrie on." Arts, 105(j), 127(2) (b).
11. Model Law, cited above at note 1, ArL 12.
12. W - Derenberv, Trademark Ptorection and Uifair 7,ainr (Alban, New York; Matthew Bender,

1936), p. 322; Dalaoz wcydlopedie jur-diqve. Repertoire de dr o ml rcial et di Socilte (Paris.
Dalloz, voL 2. Marques d fabriquc et de service, no. 3.

13. See E Offrn, work cited above at note 3, pp. 138-141. The Model Law treats service mark
as trademarks; Model Law, cited above at note 1, Art. 12. and p. 21.
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as a geograplucal origin of goods." 4 An example is the sign which is attached
to products to show they are made by members of a labor union or the sign
attached by a quality-control orgaization to show that a product measures up to
certain standards. They also receive protection in many countries. An indication of
geographical origin identifies the geographical origin of a product. It is particularly
important for products of which the quality or characteristics vary with the place
of origin - - for example, wine. Legislation in many countries, including Ethiopia,
prohibits the use of false indications of origin."5

Who cares if one businessman imitates the trademark of another? The general
public does, because it has an interest in promoting fair and honest conduct among
its citizens. So do buyers of commercial goods, because they do not want to be
deceived as to the products they buy. but most interested is the businessman. The
success of any business depends upon its customers, If the trademark on one pro-
duct is similar to the trademark on another, a purchaser may think the source of
both products is the same. If the products are identical, purchases of them will
be divided between the different producers. Even if the products arc somewhat
different, the reputation of ore will suffer if the other is of poorer quality.?6

PROTECTION OF TRADEMARKS
Article 148 of the Commercial Code provides that rights of industrial property,

which include the right to -use a particular trademark, shall be governed by "special
laws.'1 17 There is no special trademark law presently in force in Ethiopia. However,
existing laws, particularly Article 133 or the Commercial Code and Article 674 of
the Penal Code, provide civil and penal remedies for the victim of trademark imita-
tion" In addition, the Ministry of Commerce and Industry is required to maintain
a register of trademarks. No statute requires trademarks to be registered in order
to be protected, but a recent court decision has indicated that registration may
be necessary for that purpose.

14. Model Law, cited above at note 1, Art. 13. In some countries, this is called a 'crtification
trade mark" for cxampk in the English Trade Mark Act of 1938, Art. 37, Hohbuy's Statue
of .Fland (2d ed.), vol. 25., p. 1213.

15. As in the Model Law, citcd above at note 1, Art. 15. The use of a false indication of
orgin is expressly penalized in Ethiopia by Pen. C., Art. 674.

16. In addition to prevenft confusion of cstorncrs, a businessman may have an intAct in
Preventing -dilation" of his mark. As to dilution. see ;,oIe 33 below and accompanying tet.

I' The English version of Art. 148 states:
Art. 148.- Patents

(2) A busines ray consist of patents relating to regis¢ered invcttions, trade-marks,
dcsips and modeL

(2) Patents shall be subject to the provisions of special laws,
A more accurate translation from the oriia] French and the official Amhric of the word
"patents' is "laUStial property.- This also applies to dpaten&' in Art. 127(2) (d). Note too
that the word "registered" in Art. 148(1) modifies only the word "Invetions" and not "trade-
marks, designs and models;" this appears rnore Clearly in the French and Amharic versions.
Refereces in this Paper to the French version of the Commercial Code to the Code de
commerce de LEmpirv dthlople de 1 %0 (Paris. Librairie generale de droit et do jutiprudenc
1965),

18. SOm of the other relevant provisions are mentioned at appropriate places below. Discmssion
of all Provisions which may apply in particlar circumsmncs is beyond the scope of this
article.
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1. Commercial Code, Artlde 133

Articles 132-134 of the Commercial Code deal with the fault of unfair comp-
etition. That the rules governing unfair competition provide a remedy for trademark
imitation is olear.19 Tb the extent that a trader has or is likely to have customers,
he has a value defined by Article 130 of the Commercial Code as "goodwill."
A trader's goodwill may decrease because of honest competition. For example, his
competitors may take away his customers by offering a product or service of better
quality. This is permitted, even though the trader's loss of goodwill is a natural
result of the intentional acts of his competitors," However, certain conduct which
cuts down a oompetitor's good will is deemed to be improper and is therefore pro-
hibited by law. In this sense, commercial activity is like a game. The competitors
must play honestly, in accordance with the rules. The rules of the game of commerce
are contained chiefly in the provisions forbidding unfair competition3 ' -

According to Article 133(1), unfair competition generally consists of "arny act
of competition contrary to honest commercial practice." In paricular,- acording
to Art. 133(2):

The following shall be deemed to be acts of unfair competition:

(a) any acts likely to mislead customers regarding. the undertaking, product
or commercial acttivics of a competitor.23

19. Even if there wee a special trademark law, the rusle of unfair competitions might provide
a supplemlenaTy roedy. For example, in France, at les before the Tcnsiori of the trademark
statute in 1964, the victim of trademark imitation could follow two basi routes - an action
under the special statute or an unrair competition ation. Both might be brought, unfair
comnetitio being relIed upon if the special law were held not to apply. Sec P. Roubier,
work cited above at note 2, vol, 1, se= 107, Compare the Eng"ish actions of infringement
and pa.sing off, discussed in T, Blanco Whit, Kerly La'w of Trade Mars ad Trade Names
(9th ed,, London. Sweet & Maxwell, 1966), nos. 592, 718. Of course, whether unfair competition
remains as a general trademark remedy in Ethiopia if a special law is adopted would depend
on the wording of the special law.

Note that the trade name and the distinguishing mark are exprssly protected from imita-
tion by the rules of unfair competition. Comm. C., Arts. 37(2), 138(2). 141(2).

See also the excellent discussion of tradernks and unfair competition by Judge Buhagia
in his dissenting opinion in Azanaw Aleme v. Singer Sewing Mwhine Co. Ut&, (Sup. Imp,
CL, 1964),. J_ r. L., vol. 2, p. 220.

20. See P. Roubier, work cited above at note 2, vol. I, som I16 118, distinguishing the doctrines
of unfair Competition and abuse or rights in Frenh law.

21. Comm. C, Art. 131.
22- The words I'in particuLar" are part of the Amharic and French rsions of the introductory

Clause of Art. 133(2); they are not in the English version, alth o gh thr sense or the Enliss
v.rsion would seem to require an interpretation giving a similar result, This means that an
at may contitute unfair competition even though it is not listed in sab-Art. (2), thus giving
the defintion of unfair competition a flexibility which enables it to be adapted to changing
commecial uge.

23. The definition of unfair competition in Art. 133 is substantially the same as Art. 10 bi%
paras. (2) and (3), lines I and 2, of the Convention of Paris for the Protection of Ind ±Strial
Property of 1883, at reviscd. The original French and official English translation of this conven-
tion, with revisions through 1958, arc reproduced irs United Siates Treaties and Or/wr ler-
naioal Agrments, vol. 13(1962), p.1 (Art. 10 his at pp. 14 and 37). Ethiopia is not a
party to this convention, to the knowlose of the aithor-
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The following discussior will focus on paragraph (2) (a), but the generality
which paragraph (1) instills into unfair competition must be kept in mind. The
scope of activities prohibited by the rules of unfair competition is broader than
the specific acts mentioned in paragraph (2), and is impossible to define with
precisiorn The essence of unfair competition is its relationship to the customs of
the business community, evaluated as to what acts are honest and what are not 24
Inherent in it is a flexibility which permits the judge to consider each case on
its facts, in the context of the time and community involved.

Paragraph (2) (a) is particularly relevant here because trademark imitation may
create confusion as to the '-undertaking, products or commercial activities of a
competitor," Of course, an act of imitation need not be in the form of-another
trademark to create this confusion. It may result when a person uses as any
distinctive sign the trademark of another -- for example, as a trade name, distin-
guishing mark, or service mark-

Confusion among customers is the primary danger in cases of trademark imi-
tation. An act is sufficient to create liability if it is "likely to mislead customers;"
actual confusion is not required, although proof of actual confusion may help show
that confusion is likely. It is interesting that the French version of this provision
is more literally translated: "of such a nature as to create confusion by any means
whatever." 5 The actual English version probably represents the intended meaning of
the phrase; in any case, however, it is a pTeCerablc interpretation. In emphasizing
the sufficiency of a likelihood of confusion, rather than actual confusion, it reduces
for the plaintiff what might otherwise be an intolerable burden of proof. It also
emphasizes that confusion of customers is feared. This suggests that the standard
for evaluating similar niarks should be the average purchaser of the product involved.A

The degree of similarity there must be for a likelihood of confusion to exist
varies with the case. Of course, fuO duplication would always result in a likelihood
of confusion, But it seems clear that the signs need not bc exactly the same.
Although the characteristics of the average purchaser my vary with the product,
he usually does not spend his day working with different marks and comparing
them; he easily forgets the details. When he does go out to buy the product he
may pick it or take what is handed to him by a clerk without taking great care to
examine the fine points of the trademark. The courts in other countries generally
agree that trademarks should be compared in their entirety and not part by part.
The marks should not be placed side by side and differences sought; rather, the
judge should put himself in the place of the forgetful, inattentive average purchaser
and decide whether a likelihood of confusion exists.21

14 P Roubier, work cited above at note 2, vol. 1. sees. 114, 11M He notes in soc. 114 that
this principle is embodied in At 10 bis of the Paris Convention, the source of Art. 133.
(See note 23 above.)

25. Art. 10 his, para. (3) (1), of thi Convntion of Paris, cited above at nae 23.
26. Sec E, Offpcr, work cited above at note 3, pp, 72-73-
27. Ibid. Offnes comments on this point refer to the determination of confusing similarity in

proceedings to cancel or prevent the registration of trademarks under special trademark legis-
lation, but they would seem to be applicable to confulsion in unfair competition cases as well.
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The Ethiopian judges have used differing approaches on this point. In AZANAW
ALEME v. SINGER SEWING MACHINE CO. LTD.,1 the signs were built around
the letter "S", with a woman sewing within and the words "Singer Sewing Machines"
along the contour, Ato Azanaw's with a sewing machine within, a crown on top,
and the words "Sheba Sewing Center" following the letter. According to the Supreme
Imperial Court, "there is not even a remote similarity, either in appearance or
arrangement, between the trademarks . . .; the possibility of confusing customers
does not arise, because the two trademarks are distinctly different." The court felt
so strongly about the dissimilarity of the marks that it described the suit as "nothing
more than an attempt to harass a competing businessman under the guise of the
law," and ordered the plaintiff, to pay the defendant "the damages it caused him
by instituting a suit without good cause."9 Judge Buhagiar, who dissented from
the Supreme Imperial Courts decision, noted that the letters "S" used by both
parties were "of exactly the same design;" notwithstanding the different details, he
added, "the main characteristio and the principal feature in the design which
attracts the eye is the -'S", and this with the seewing machine (in one form or
another) is ... likely to create confasio .... ,"" According to the High Court, in
which the suit was originally brought, Ato Azanaws mark was "an accurate copy
of plaintiff company's trademark, both in the letter and color."3' It seems clear
that the major question which divides these opinions is the degree of detail with
which the court should examine the trademarks,

There should exist some similarity in, or relationship between, the products in
order for confusion as to a trader's "undertaking, products or commercial activities"
to result. The closer the products, the more likely will the customer think their
sources the same (for example, beer and wine as opposed to beer and automobiles).2

This factor is also required, in perhaps a greater degree, for the traders to be in
competition - another requirement under Article 133, discussed below.

Note that, even if the products are completely dissinilar and there is little
likelihood of confusion, a businessman may wish to prevent his trademark from
being used by another in order to prevent its "dilution." The dilution concept rests
on the idea that a trademark is a symbol of the product and, therefore, calls the
product to mind whenever the trademark appears. A trader is benefitted if the trade-
mark only calls his product to mind, instead of a variety of products. The more
products it is associated with, the less the mark represents his product. Also, if
the same mark is used on an inferior product, even if dissimilar, the public may
associate the inferior quality with the trademark and therefore with all products
which bear it. Finally, dilution of a mark's distinctiveness may eventually make
it more difficult or impossible to protect as a trademark, since dilstinciveness is
the essence of the trademark. Since dilution occurs whenever a mark is used on
another product, whether or not confusion is likely, a trader's interest in preventing
diIution is satisfied whenever another trtder is prevented from using the same mark.

25. Sap. Imp Ct,, 1964, deh. L, vol 2, p. 220, resinw g a derision by the High Comn, Addis
Abab, 196, JLEtk. Z, vol. 2, P. 277.

29. J_ Ezk, L., vol. 2, p. 224.
3t0. . Erb- L., vol. 2, P. 227.
31. 1. E-h. L., voL 2, p. 298.
2. See the discuision of evaluation of produt similarity in B. Offner, work cited above at note

3, pp. 72-73.
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But the confusion requirement cuts off part of the area in which dilution aight
occur (for example, when the same mark is used on beer and automobiles). Altho-
ugh the courts in some countries have protected against dilution even where there
is no confusion, the concept generally has not been widely accepted.33 The confu-
usion requirement in Article 133(2) (a) of the Commercial Code, and the necessity
for product similarity contained in the competition requirement, prevent protection
of marks from dilution under Article 133 insofar as dissimilar goods are concerned.

In addition to the nature of the trademarks and products, a variety of factors
may affect the likelihood of confusion of customers. For example, in AZANAW
ALEME v. SINGER SEWING MACHINE CO. LTD., the alleged unfair competiter
had been employed by the plaintiff before starting his own business and ran his
business with his marks displayed in the same building which plaintiff had occupied
before moving to a new location. The High Court took this into account in
finding a likelihood of confusion to exist)'4

Article 133 applies only to improper acts by competitors. Compeltitors are
those businessmen who are attempting to attract the same customers, or, in other
words, to sell in the same market. In the present context, this entails three major
elements : they must be selling similar products, in the same area, at the same timeA3

(1) The person who produces teff is not in ompetition. with the person who
manufactures automobiles. But the products need not be exactly the same before
competition results. The maker of wine may vcry well be competing with the maker
of beer or even non-alcoholic drinks.

(2) The person who sells beer only in Ethiopia is not in competition with
a person who sells beer only in France. But the size of an area of competition
is relative, particularly with regard to the size of the business, the type of product
and the prospective customer. The increase in mobility of persons and products makes
it particularly difficult to say where the competitive area begins and where it ends.
For example, if one beer manufacturer sells his product only in Asmara and another
beer manufacturer only in Addis Ababa, they are not -generally in competion with
each other. But it would be a mistake not to treat them as being in competition
for purposes of protecting against trademark idtation. With the increasing movement
of people between Asmara and Addis Ababa, castomers who do travel might very
well be confused as to the source of the product. More important, it is wise to
recognize that certain products may easily expand into new markets. Taking into
account an area of potential competition may help promote the expansion of trade
and commerce. It even may be argued that this area with regard to trademarks
should extend to the nation's boundaries?6 If this is done, however, a difficult

33. E. Offner, work cited abovc at note 3, p. 75, For a commentary on the dilution concept
in the context of United States law, see Note, "Dilution: Trademark Infringement or Will-O'
-the-Wisp?," Harvard L. Rev., vol. 77 (1964), p. 520. See also Schecwhter, work cited above at
note 2.

34 Case cited above at note 2S, p. 299. The Sup r Imperial Court did not discuss these
facts when it reversed the High Court's decisioan it rd on its own finding that the marks
themselves were too different for confusion to result

35. Se G Lagarde, "Unfair Competition-France it HL, Pinner (ed.), World Uqfair Comnpganon
Low (Leydent Sijthoff, 1965), vol. 2. p. 972

36. As to the effect of nationa boundaries on the question of trademark rilhts. see pp. 5 and
i7 below.
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problem may arise if traders using similar marks in different areas each build up
a cilcntele before they begin to sell in the same area. It may be unfair to require
one to give up or'modify his mark. One solution to this dilemma may lie in the
degree of culpability required for a particular remedy to apply. This is discussed
below.

(3) A person who no longer sells or does not yet sell a product is no longer
in competition with a person who does. Here, too, difficult interpretative questions
may arise. A person may stop making or selling a product temporarily, yet it
would seem his mark should be protected for a reasonable time, or until he aband-
ons it. Likewise, a person who has not yet brought his product onto the market
arguably should be protected for a reasonable time if he has taken preliminary
steps to do so - for example, by advertising his product and trademark X7 Whether
the idea of competition covers the situations is unclear.

May a person be guilty of unfair competition if le acts in good faith, not
knowing that his mark resembles to the point of confusion the trademark of
someone else? Or must it be proved that he actuaIly acted in bad faith, knowing
of the existence of the other trademark and intending that, by imitating it, customers
will be risled to buy his products instead of his competitor*s? Or is there some
middle ground? Article 133 does not fully answer these questions. Article 133(1)
requires that an act be "contrary to honest commercial practice" in order to
constitute unfair competition; "honest" is a vague term, permitting great flexibility
in interpretation. Article 133(2) mentions no mental element; but, since it contains
particular examples of acts failing within Article 133(l), the minimum standard of
,'contrary to honest commercial practice" would seem to apply to it.

If a person acts in bad faith, intending that his trademark mislead customers
into thinking his products are those of someone else, or knowing that such will
likely be the result of his acts, and his acts have this result, he clearly commits
unfair competition. Me should also be liable if he acts negligently; that is, if he
did not know his trademark would bQ likely to mislead customers, but if he should
have known it. This may occur when he did not actually know of the existence of
the other trademark, but should have; when he did not believe his trademark was
confusing, but shouId have; or when he did not think the other sign was a valid
trademark, but should have, Although not clearly stated by the code, liability for
negligent creation of a likelihood of confusion results form a consideration of the
underlying purposes of the rules preventing unfair competition and their place in
the legal schemeA5

The most important purpose of the rules against unfair competition is to
assure that competition is fairly and properly carried on)t1 This purpose can
best be served if negligent conduct is prohibited as well as intentional conduct.
Traders should be encouraged to be careful in their choice of trademarks and other
distinguishing signs. Since the number of different signs from which a person may
choose a trademark is quite broad, the burden is not a serious one.

37. Regarding publication of cautomary noticcs, see Section 4 below.
38. In France, for example, the courts origially requir d proof of bad faith. But now a showing

of imprudence or negligence is sufficent. Even ood faith may not be a sufficient defense
for purposes of an injunction (as opposed to damafgs). Datoz Fncycbpedie urddiqwe, cited above
at note I 2. voL 1. Concurrence deloyale ou illicie, trots 13-I7.

39. P. Roubie, work cited abovc at note 2, vol. 1, sec. 109.
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Unfair competition is a particular type of extra-contractual liability4 The
general rules of extra-contractual liability ae contained in Title XII of the Civil
Code. According to Article 2027, the sources of extra-contractual liability are conduct
which constitutes a fault and conduct which, although not a fault, is made the
basis of extra-contractual liability by law.4 ' Unfair competition is a type of
liability based upon fault.42 According to Article 2029(1) of the Civil Code, fault
"may consist in an intentional act or in mere negligence." Although certain wrongs
may be limited to one (for example, physical assault, in which intent is part oi
the definition),'3  there is no express limitation in the definition of commercial
unfair competition. The definition of civil unfair competition in Article 2057 of the
Civil Code does require that the act of the offender be "contrary to good faith.'"l

This does not necessarily govem Article 133 of the Commercial Code,_however,
since the latter contains its own definition; a violation of Article 133 is expressly
treated as a violation of Article 2057 when its own requirements are fulfilled.
Unless the requirement of civil unfair competition is held to carry over to the
commerical area, there does not appear to be any reason why negligent conduct
should not be considered wrongful in this area, just as it is generally in cases of
extra-contractual liability. 45

The fundamental purpose of assuring fair competition raises particularly difficult
problems when a trader has acted in good faith and without negligence, but his
mark is still likely to confuse custoraers. If he continues using his mark, the
purpose of the rules will be thwarted; yet it seems unfair to punish him. Here,
a court might take advantage of the great flexibilty of the remedies available to
it to arrive at a just compromise. For example, a court might order the trader
to stop using the confusing mark in the future, but not award damages based on
prior use. This is consitstent with the essentially preventive nature of the rules
against unfair competition."6 Or, if it would be particularly unfair to prevent him
from using the mark -- for example, if he had been using it some time and built
up a clientele connected with it - a court might merely order modifications to
avoid confusion as well as can be done in the circumstances. In this latter case,
the court might even refuse to apply any remedy because of the delay of the
plaintiff in bringing his actiona47

40. Comm. C., Art. 132. The English vcrsion of Art, 132 states: LLA trader may claim damages
under Art. 2057 of Lhe Civil Code fromn any person who commits at act of competition
which amounts to a fault-- A more accurate translaion from the French would read: 1'A
trader may bring an action for extra-contractual liability under Art. 2057 of the Civil Code
against any person who commits an act of competition which amounts to a fault."

41. The English version of the Ciil Code uses the term "Oef (" as a translaLion of the French
"faute" Articds 132 and 133 of the Commercial Code use fault' as a translation of the
samc French word. "Fault" is used in this paper as the preferable translation.

42. Comm. C.., Art. 137-

43. Civ. C., AL 2031).
44. Civ. C, Art 2057: "A person commits an offence where, through false publications, or by

other means contrary to good faith, he compromises the reputation of a product or the
credit of a commercial establishment."

45. Set P. Roubier, work cited abov at note 2. vol. l, se. 109.
46. See id, s=, 109. 111.
47. Compare Civ. C., Arts 2097, 2121.
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Since unfair competition is a species of extra-contrtual liability, all the Civil
Code provisions on extra-contractual liability dealing with matters not expressly
covered in Articles 1324134 are applicable; for example, period of limitation, burden
of proof, extent of damages, responsibility of persons or bodies corporate for the
acts of others, etc.4 Certain remedies are expressly provided in Article 134. The
injurcd person may claim damages from the unfair competitor. The court may
also make such orders as am necessary to put an end to the unfair competition;
these may include, in particuir, an order under Civ. C., Art. 2120, to publish at
the expense of the unfair competitor notices designed to remove the effect of the
misleading imitation, and an injunction under Civ. C., Art. 2122, prohibiting the
unfair competitor from continuing his misleading acts. A temporary injunction may
be granted as early as the institution of the sui04  As indicated above, a court
enjoys broad flexibility in tailoring the remedy to the facts of the particular case.

It should be noted that, in theory, the rules of unfair competition do not
give a trader the right to use a trademark; they are aimed more at preventing
another person from imitating a trademark already in use. The emphasis is not
on the first user's property rights, but rather on the second user's mis-conduct.'
Thus, it is unimportant for purposes of trademark protection through unfair com-
etition to consider whether a person has a property right in a trademark. That
question has puzzled the jurists of many countries,-" and is not easily answered
in Ethiopian law. Trademarks are listed as rights of "idustrial property" in the
Commercial Code and are considered "elements" of a business, which itself is
deemed property by the Code.5 2  On the other hand, trademarks are nowhere
expressly defined as property rights- as are literary and artistic property in the
Civil Code, for example53  If any legislative enactment is to do this, it is likely
that the special laws contemplated by Article 148 are what the drafter of the
Commercial Code had in nndA'

If we do wish to think in terms of rights and to consider how a person
acquires the right to use a trademark in Ethiopia, we must really consider what
he must do to be able to protect it - - in the present context, under Article 1331,5

48. See gemnlly, Civ. C., Art$. 2090-2161. As to the possibility of the plaintiff recovering profits
wrongfully made by the defendant, compare Civ. C_ Arts. 2162 and 2163 dealing with unjust
enqhrcnt. As to tie relationship betwee remedies in f air compctition and extra-contra-
tual liability in French law, see P. Roubier, wor cited above At anote 2, vol. 1, smc. Ill

He notes that although some prejudice normally must be shown for extra-contractual liability
to exist, the emphasis in wihir competition on a likelihood of confusion reduces the need to
show actual prejudkt- This is consisut with the rationale based on prevention of wrongful
conduct. If damages are s ught by the plalntiff, the rationale for granting them is reparation
of harm done to him, and some damage (aMlthough perhaps difficult to evaluate) should be
s hown,

49, Ci . Pro. C., Art. 15S.
50. Po Rouber, work cited above at note 2, vol. J, see. 4, 114, 115. He distinguishes between

protector of trademark rights created by special statute and wrongful conduct prohibited by
the rules of unfair competition.

51. Sm, for examp e, F. Scheehtcr, work cited above at note I.
52. Comm. C, Arts. 127. 148. Sc note 17 above regarding the translation of these provisions.
53, Civ. C., Art. 1647.
54- As in French law. See note 50 above.
55 Protectlon under other artkl will, of course, depd on The elements of those articles. See,

for exampte. Pem C, Art. 674, discuse below.
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It would seer sufficient if he satisfes the requiremen of Article 133 that he be
a competitor of the alleged wrongdoer and that, at least under paragraph (2) (a),
the mark has been used on or with relation to goods to the extent that an imit-
ation by the alleged wrongdoer is likely to confuse customers, This returns us to
the definitions previously discussed. The plaintiff may also have to show in a court
action that his mark is sufficiently distinctive to be protectible as a trademark.
This may be particularly difficult in the case of signs which are originally descriptive
but which are claimed to have acquired a link with the plaintiWs product in the
minds of customers.56 The effect of registration is discussed below.

2. Peal Code, Arftde 674

Article 673 of the Penal Code provides for criminal unfair competition. It
may be applicable in a case of trademark imitation, but Article 674 provides more
direct coverage and will be the main subject of discussion here.

Article 674 pro4des:

(I) Whosoever intentionaly,

(a) infringes, imitate& or passes off in such manner as to deceive the
public, another's mark or distinctive signs or declarations of origin
on any produce or goods or their packing, whether commercial, indus-
trial or agricultural; ... is punishable, upon complaint, with simple
imprisonment or fine.

The same penalty is imposed on those persons who sell, offer for sale, import,
export, distribute or place on the market goods which they know have trademarks
which are imitations, and those persons, who refuse to declare the origin of goods
in their possession with such marks.Y This article is essentially a form ofr unfair
competition in that it emphasizes the misconduct of the wrongdoer in misleading
the pumasing public. But its scope is both broader and narrower than Article 133
of thc Commercial Code. The differences are important even to the person who
does not seek a penal remedy, since a violation of Article 674 also may result
in civil liability pursuant to Article 2035 of the Civil Code.

Insofar as the act of imitation, the likelihood of misleading customers and
the involvement of products are conoerned, there is little differe between Article
674 and Article 133. Article 674 speaks of infrinSment and passing off as well
as imitation, but for purposes of this discussion these words essentially mean the
same thingY5s Article 674 says, "in such manner as to deceive the public," instead of

56. See E. Offuer, work cited above at note 3, p. 52.
S7. Pe C., Art 674(l) (b) and (c).
58. The vrds ,,inings& and "passes orf may have somewhat diffeernt meanings For example,

in English law, infringement" refns to the imitation of a trademark registered pursuant to
the trademark registration statute. Halshurf, Laws of Fgknd (3d ed. London, Butterworth,
1962), vol. 38, Trade Marks, Trade Names and Designs, p. 648. The French version of the
Ethiopian Penal Code uses "contrefat," which is used in France in this context to denote
the same thing Minfringe zent does in England Perhaps the drafters of the Code thought of
Art. 674 as providing a remedy for initation of a registered mark when a special registration
statute comes to be adopted, as well as providing a more eneral ramedy for imitatou of
non-regstered marks. "Passing off" in Englsh law refers gnerally to the false representation
that a person's business or goods are the 5-nc as or oneted with the bsines or goods
of another pe-rso HabW Laws., vol. A8, pp. 593-596. It is ihus akin in tfair compettin
in Ethiopian Law.
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"likely to mislead customers," but the two phrases should be interpreted the same
way. One might argue that the phrase in the Penal Code requires actual confusion,
but such a strict construction is unsound in light of the difficulty of poving actual
confusion and the relation of Article 674 to unfair competition generally)9 A
strict reading is not justified by the fact that penal sanctions are more severe than
civil sanctions, since the requirement of intent (discussed below) adequately protects
the offender's interests in this regard. Use of the word "public" instead of "customers"
is a reflection, if anything, of the fact that competition itself is not a pre-requisite
to the application of Article 674.

The major differnces between Article 674 and Article 133 are that Article
674 may apply even if the offender and victim are not competitors and That it
will nor apply unless the offender actually intended to imitate the victim's mark
in such manner as to deceive the public.

Article 674 does not mention competition or competitors. Thus, it is not necessary
that the offender and the injured person actually be trying to reach the same custo-
mers; that is. that they be selling similar products in the same area at the same
time. These requirements are not completely eliminated, however- As discussed above
with regard to unfair competition, without some similarity or relationship between
the products there will probably be no likelihood of confusion. If the products are
not sold at the same time in the same area, there also is little likelihood of confusion.
One major exception so this must be noted, however. A trademark may be well-
known in a country or area even though the product is not sold there. This may
occur, for example, through advertising, or importation of the goods without re-
sale, or travel by people from that area into an area where the product is sold.
In such a caw, there may be a likelihood of confusion arising from imitation of
the well-known mark.A This problem has been particularly important in international
trade. Trademark rights are generally deemed to be territorial. Acquisition of such
rights in one country does not, in the absence of treaty, give the holder rights in another
country. The dangers of this theory for well-known trademarks were reognized
in the Convention of Paris for the Protection of Industrial Property, which expressly
obligates the parties to provide protection for well-known marks.51  Well-known
marks arguably could receive protection under Article 674 of the Penal Code; they
could not under Article 133 of the Commercial Code, since that article requires
that the parties be in competition.

The degree of culpability which a person must have before he violates Article
674 is clearly stated. He must have intended to imitate the trademark of another
in such manner as to deceive the public. Pursuant to Article 58 of the Penal Code,

59- The French WrSion of this phrase in COmM. C., Art 133 is don to LhC pla-a in Al
674. See note 25 above and a text-

60. It may seem odd that the penal provin is less strict than the cvil provision in regard
to the requiement of competition, since a penat sanction is more sevre than a civil santion.
As indicated, however, the differeo is not as great as might appear on the surface, sinc
there at least must be a likelihood of confusion. The requiremmt that the offender have
intent more than balances the remahnng difference

61. Convention of Paris for the Proteion of Industrial Proprty, cited above at note 23, Art.
6 his. Sec also Law of Dombcr 31, 1964 (Fra.L Art 4, in Code de commerce (Petits codes
DalIoz, 63d ed& 1967), p. 708; A Chavanne, -LS notion de prTir usa ;c de narque et le
commerce bnternatonaL" in Mrlogn en r&mawr dr Pa=d RoubiCr (tit Lib. Daloz and
SSixt, 1961), vol. 2, p 377.
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this element is satisfied either if he committed the act with ful knowledge of
the other mark and intent to deceive, or if he was aware that his mark would
or night deceive the_ public and committed the act regardless that this would ocr.

Penal proceedings against a person who violates Article 674 may be brought
only upon a complaint made by the person injured. The offender is punishable
with simple imprisonment or fine, or both. Aside from this, the court must order
the seizure of the infringing objects and any proceeds of the sale of such objects,
and the judgmnent must be given publicity by the court, at the cost of the offender.6Z

A person who violates Article 674 incurs civil liability as well as penal liability.
A civil action may be brought under Article 2035 (1) of the Civil Code, which
provides that a person commits a fault t where he infringes any specific and explicit
provision of a law."53 The remedies under Article 2035 are essentially 'the same
as those under Article 133 of the Commercial Code. damages, injunction, publicity
at the offender's expense, and, "subject to the liberty of persons and to the rights
of third parties, ... any appropriate measures to make good or limit the damage."64

3. Registration of Trademarks

Protection of trademarks through the device of unfair competition (or a related
remedy, such as Article 674 of the Penal Code), creates difficult problems for
trademark users. In order to meet these problems, most nations have adopted
trademark registration statutes. Although these statutes vary in their effects, they
at least enable a merchant to discover some or all of the marks claimed by others
and to give notice to others of the marks they adopt. A registration statute may
enable a merchant to test in advance the validity of his mark by permitting the
registrar to reject those that are not valid. Registration of the mark may be
considered to establish its validity, or at least to raise a presumption of validity.
Registration might be treated as extending the use of the mark throughout the
entire country, thus assuring protection in markets in which the merchant does
not yet sell his goods. Some statutes permit merchants to protect their marks
against dilution, by permitting them to claim the mark for goods other than those
on which the mark will immediately be used. Some permit a merchant to register
marks simlar to the one he actualy intends to use, to expand the area of protection
around his mark by preserving its distinctiveness. Some permit the merchant to
reserve marks for use in the future. Registration may enable a merchant to take
advantage of treaties and foreign laws which permit protection of a mark in foreign
countries only if the mark is already registered in the merchants own country.
Finally, registration provisions are often part of comperehensive tmdemark laws,

62. Pe-m C, Arts 89, 159, 217, 674, 677, 679. As to secondary punishments and preventive and
protectiw measures which might also be applied in exceptional cficimstances, se Pem C, Aras
120-127, 138-160.

63, See also Pen C,. Art. 100, reSardin davugs in pea activon. Rqarding joder. see P.
Graven, "JoInder o Criminal sod Civil Prcedings," /. Mk L., vol . 1 (1964, p. 135.

64, Civ. C. Arts 2090, 2120-2122 (quoting from Ar. 20 ).
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regulating such matters as assignment and licensing and providing special remedies
for infringement.Y

In Ethiopia, the Ministry of Commeroe and Industry is required by Article
24(d) of the Ministers (Definitions of Power) Order to maintain a trademark registry. 6
But no statute obligates a trader to register his trademark or states what the
elect of registration is. Trade names must be incIuded on registration statements
filed under the Business Enterprises Registration Proclamation, but this appears
to be for informational purposes only; no special legal effects are stated!' The
proclamation does not speak of trademarks. Articles 105(i), 105), and 106(d)
of the Commercial Code require inclusion of trade names and distinguishing marks
on business registration statements, but trademarks are not mentioned; in any case
these provisions are not yet in effect.7

Since no law attributes legal effects to trademark registration, the conclusion
perhaps to be drawn is that there are no special legal effects. Even assuming
this to be true, registration still serves a purpose. The prudent businessman will
examine the register before using a trademark to ascertain the claims of others. He
will register the trademark he chooses, to give notice to others.

Registration could eily be interpreted to be relevant to non-penal unfair comp-
etition, particularly with regard to the mental status of the infinger. Thus, it might
be argued that a trader should know of trademarks in the registry. If bad faith
is deemed to be an element of unfair competition, the trader could be presumed
to know of registered marks, such a presumption being either conclusive or shifting
the burden of proof to the alleged unfair competitor to prove his lack of knowl-
edge. The Commercial Code does establish a conclusive presumption of this nature
for registered trade names and distinguishing marks.t Failure to examine the regis-
try might at least be evidence of negligence on the part of the trader.

65- See E. Offner, work ofted above at note 3; A- Oavanne. work cited above at note 61;
Model Law (including commentary), cited above at note 1. Note in particular the Draft
Model Law for Developing Countries on Marks, Trade Names, Indications of Source and
Unfair Competition, prepared by the United International Bureaux for the Protection of Intcl-
lectual property in 1966 (coumrnnted upon by E. OffIcr, work cited above at note 6) and the
trademark law adopted by the adherents to the African and Maagasy Conntio, dtcd above
at note 3, A survey of world tradmark laws is :ontained in a special volume on patents
and trademarks of National Association of Credit Managemwnt, Digeti of Co nmetal Laws
of the World (Dobbs Ferry, New York; Oceana Publications; loose-leaf). Some national regis-
tration laws arc cited in other notes in this paper - for example, France, note 61: England,
note 14; Canada note 77. See also Webeste, Parents, Tade Marks and Designs in A4iea
(P9rtora, Patlaw, 19 1).

66. 1966 Order No. 46, Neg. Ga., year 25. no. 23. Arl. 24(d) continues the obligoion to maintain
a registry of trademarks csiablishcd by Art. 32(h) of the Ministers (Definition of Powers)
Order, 1943. Order No. 1 Neg'. Gar., yer 2, no S. Art. 32(h) was repcaled by Order No. 46.

67. Arts. H(I) (b) (I), M(l) (c) (i), IV(l) (a) (7), 1961, Proc. No. 185, Neg. Gaz, year 21, no, 3.

68, See Comm. C,~ ArtM 1174(1).
69, Art. 120(2) provides that "third parties shall not be permitted to proxe that they did not

know of a fact entered in the commercial regite.- Note, however, that trade names and
distinguishing marks are not listed among the facts which "shall not affect the rights of third
parties in good faith where they hav not been entered in the commercial register." Art.
121. Note also that these articIds arc part of the registration provisions wbih arr not yet
in effect, under Art. I174(1).
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The problem of determining the effects of registration has received judicial
consideration. The Supreme Imperial Court recently dealt with the relationship of
two signs, one of which was used before the other, but only the second registered
In that case, Singer Sewing Machine Company sued At* Azanaw Aleme under
Article 133 of the Commercial Code to stop him from using a distinctive sign
claimed to be similar to the trademark used by Singer.70 Both parties used the
design in connection with sewing machines. SingWs product and trademark were
in use in Ethiopia for many years before those of Ate Azanaw, and Singer had
published cautionary notices more than thirty years before Ate Azanaw, but Ato
Azanaw had registered his trademark at the registry of the Ministry of Commerce
and Industry and Singer had not. The High Court found for Singer and prohibited
the use of the design by Ato Azaaw.7t The Supreme Imperial Court. one judge
dissenting, reversed. it said:

It does not help to approach the dispute in light of the law on registration
of trademrks and sole ownership because there is no such Iaw in Ethiopia.
And since we must resort to equity to arrive at a soultion, we are compelled
to determine who registered this letter IS" as a trademark first by consulting
the register kept by the proper authorities. Under the law, or more appropriately,
in equity, a businessman may monopolize a trademark and have other business-
men barred from using it only if he was the first person to have that trade-
mark registered with the authorities empowered to register such trademarks-
The mere fact that a person has used a trademark for a long time does not
entitle him to claim that he is the sole owner and that others are prohibited from
using it, unless he was the first person to have the trademark registered and
reserved for his exclusive use. In the absence of any legislation on trademarks,
both equity and the spirit of foreign legislation on the subject, and the practice
abroad, dictate that we study the registers to determine the rights of both parties.72

Registration, the court added, is "in accordance with the usage of the country.""
The court treated unfair competition as an independent doctrine and rejected its
application in this case because it did not believe the marks involved were so
similar that confusion would result.7 4 Article 674 of the Penal Code was not mentioned
by either the High Court or Supreme Imperial Court and apparently was not made
the basis of any claim.

The demand for certainty and stability in trademark usage may very weli justify
a general rule that trademarks be registered in order to receive protection. By
searching the register, a trader knows whether or not the mark which he wishes to
adopt is available for use. Once his mark is registered, he knows it is protectible
from imitation and generally afe from attack, particularly if the registration process
involves a determination as to the validity of the mark?5 But in some situations,
the interest in certainty may be outweighed by other interests-for exampe, discou-

70. The nature of the marks involved is described in the text accompanying notes 28-31 above.
Note that the defendant's sign was a dis mark, not a trade mark. For purposes of
liability for imitatkm of another's trademark, the distinction is unimportant. See p. 135 above.

71, Singer Sewing Machine Co. Ltd. v. Azanaw Akme (1964). 1. &tk. L. vol. 2. p. 298.
72. Azanaw Acmc v. Singcr Sewing Machin Co, Ltd. (1964), J. Eth. L., vol. 2, p. 223.
73. Ibid.
74. See notes 28-31 above and acompanying text
75. See E. Offner work cited above at note 6. p. 832.
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raging dishonest conduct, preventing deception of customers, and considerations
of fairness to the prior user (the person who has used his trademark without
registering it, before someone else registers a similar mark). This may occur in
particular when the registrant knows of the trademark of the prior user and regis-
ters his own in order to appropriate to himself the other's goodwill. If the regist-
rant is permitted to continue using the mark, dishonest conduct is rewarded. l)ece-
ption or customers will result. If in addirion the prior user is ordcred to stop using
his mark, he will lose the goodwill he has built up and be put to the expense
of rebuilding it on the basis of a new trademark. All this may seem a high price
to pay for trademark ortainty.

The tension between trademark certainty and considerations involving the protc-
lion of unregistered prior users has produced different solutions in different countries.
Under some trademark laws, a prior user who has not registered will prevail over
the registrant.76  Under other laws, the prior user who has not registered retains
his priority, but only for a statutorily limited period (for example, five years).
If be does not take action to have the later user's registration canceled within
that time, he may lose his right to the trademark.? Finally, some laws provide
that the right to use a trademark is acquired only by registration and that a
registrant generally will prevail over an unregistered prior user.'1 However, even
the laws which make registration conclusive, either from the beginning or after
a grace period, do not necessarily cut off all the rights of unregistered prior users.
For example, the French statute expressly protects trademarks which are well-known,
against infringement by registered marks - for five years if the registration is in good
faith, presumably for an unlimited period if it is not." The Canadian statute
permits the cancellation of a registration even after the end of the five-year grace
period if "it is established that the person who adopted the registered trademark
in Canada did so with knowledge" of a mark previously used or made known.Y

Aside from giving substantive rights to unregistered trademarks, many statutes
provide procedures which, in lending stability to registered marks, help the owner
of an unregistered trademark to protect it. These may include an examination by
the registration authorities to determine whether a mark proposed for registration

76. For example; . Vandenburgh IlL Trademrk Law and Procedm (Now York, Bobbs-Merrill
Co., 1959) pp. 42-43, disclussi United Statcs Law. This also appears to be the reult wnder
Italian law (&= Digsr of Conmnrcid Law s of rIh Wor& cited abovc at note 65) and was
the reslt under the old Frem. law, diwused by P. Roobier, work cited above at note 2,
ee.c 29.

77. For example: Trad Marks Act (Canmda), Art. 17, 1-2 Eli. H, chap, 49- Model Law, cited
above at note L. Art. 5; compare the British Trade Marks Act of 1938, Arts. 7, 11 and 13.
statute cited above at note 14. Under the Canadian act, after the grace period ends the court
may wader limited cirnmistauncs pcrnit the unregstercd mark to continue in use along with
the reistered mark; Arts. 21, 22.

78. For example: Law of Decenmber 31. 1964 (Fran e). citod above at note 61 (see the commentay
on this law by A. Chavanne, in Re wil DPalor Sirey (1965), Chronique, p. 83); Argentine
law, discussed in Digest of Comme1ial Laws of the World, cited above at note 65; see also
the German law. Compafe the Draft Model law for DevelopinS Countries, a5 dmusd by
E. Offner, work cited above at note 6,

79. Law of December 31, 1964, Art, 4, cited above at note 61, and commentary by A. Chavanne
cited above at note 78. This reflects Art. 6 his of the Convention of Paris, cited above at
note 23, which requirs its adheents to protet wel-known marks in the mannr specified.

80. Trade Marks Act, Art. 17(2); Model Law, cited above at note 1, Art. 5, comes to a similar
resut. Compare E. Offn . work ited above at note 6.
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is already in use. Or, there might be publication of the proposed mark before or
after its registration vith opportunity given to prior users to oppose the registration
or to obtain its cancellationA'

Earlier in this section, it was stated that registration might be relevant to
unfair competition, particularly with regard to proving the defendant's state of mind.
The court's opinion suggests the reverse: that a later user can cut off unfair compe-
tition liability by registering his mark first If the prior user's mark is not registered,
this may help show the absence of bad faith or negligence on the part of the
later user. But if the registrant actually is in bad faith, or perhaps even negligent,
and if the policies suggested above regarding protection of the prior user are acce-
pted, registration should not preclude his liability.n

In the case under discussion, the defendant clearly knew of the plaintiff's
trademark before he registered his own.A3  However, the essential point in the
case was the court's determination that the marks were not conftsingly similar.
This precludes liability for unfair competition and under Article 674 of the Penal
Code. It might even preclude liability if the prior user actually had registered his
mark, since he has little ground for complaint if the marks are dissimilar.
Thus, even though the court treated registration as Ian independent matter, it is
not completeJy clcar what the court mnight do if faced with a situation where the
marks of the unregistered prior user and the registrant are confusingly similar
and the registrant registered his mark in bad faith.

4. Advertking

In Ethiopia and elsewbere, it is customary for persons who wish to use and
protect a trademark to publish "cautionary notimes" in newspapers warning others
not to use the mark, at least with relation to goods such as those on which it
is used by the advertiser. It is not expressly required by any Ethiopian law, hut
it is still strongly advisable. Publication helps make the trademark known to the
the public, and gives notice of it to other businessmen- Moreover, since it is
customary, a court may give it (or lack of it) weight in evaluating trademark
righUtjs4

CONCLUSION

Trademark protection at present is provided chiefly by the rules of unfair
competition in the Commercial Code (Articles 132-134) and by Article 674 of the
Penal Code. Registration of the trademark at the Ministry of Commerce and Indus-
try has been held to be a pre-requisite of its protection. Publication of cautionary
notics is customar.y A special trademark law is contemplated by the Commercial
Code, and one is apparently in preparation. It is to be hoped that such a law
will clarify many of the ambiguities presently existing in the law, and at least
make clear the relation between it and the code provisions which currently apply
to trademark,.

81. Compare the alternati%v registration procedures suggested by the Draft Model Law, dowsed
by . Offm=, work oited above at note 6, pp. 834-836.

82- This would seem to be the result provided in the case of trade names and disftaguishing
sign&. See note 6 above.

83. See the opinion of the High Court, cited above at note 2&
84. Note the reliace by the Supr-mc Imperial Cou-t on usage in evaluatirig the effect of registr

ation in Azaaw Alene v. Singer Sewing Machine Co. It., as cited above at note 73.
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